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DETAILED ACTION 



i. Claims 1-1 1 are pending. None of the claims have been amended. The attorney's arguments 
have been considered but are non-persuasive. This action is final. 

ii. The replacement abstract has been accepted. 



1. With respect to Claim 1, the attorney argues that Bjorn et al ( £ 192) does not disclose that the 
data stored in the user data storage is received from an external data terminal. The attorney is 
referred to take a look closely at Figure 2 of Bjorn et al. This clearly shows a card receiving unit, 
240 of the digital system 210 i.e. the external data terminal, which allows exchange of 
information between the smart card and the digital system, 210. The attorney is further referred 
to Bjorn et al, column 4, lines 65-67 and column 5, lines 1-6. 

2. The attorney argues that the limitation of "an input/output interface circuit. . ." is not met by 
Bjorn et al ('192) on column 6, lines 48-49, 55-57. The attorney claims that the keyboard, 
mouse, trackball, touch pad or sensor do not disclose an input/output interface circuit, but instead 
are concerned with a control mechanism and not an interface circuit. The above listed devices 
are inherently input/output interface devices and are well known in the art to belong to this 
grouping. 



Response to Arguments 
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3. The attorney argues that the limitation of "a processing unit connected to said memory device, 
said fingerprint sensor and said input/output interface circuit. . .". The smart card inherently has a 
processor i.e. a processing unit connectable to a memory device, a fingerprint sensor and 
input/output interface, (see Bjorn et al on column 4, lines 39-54). The digital system is the 
smart card (see Bjorn et al on column 5, lines 58-65). 

4. The attorney argues that the data retrieving mode of activating an input/output interface 
circuit to transmit the data file to the data terminal upon verifying the user is not met by Bjorn et 
al on column 6, lines 28-43. The functions provided by the reference disclosed in the cited 
paragraph meets this limitation. The user's fingerprint is scanned and verified before data is 
allowed to be accessed by the user. Hence, this meets the limitation of "activating an 
input/output interface circuit to transmit the data file to the data terminal upon verifying the 
user." 

5. With respect to Claim 2, Bjorn et al ('192) on column 6, lines 19-27 clearly discloses a card 
body. The card body is the card body belonging to the smart card. 

6. With respect to Claims 6 and 8, the keyboard possesses function keys that when selected 
initiate a mode of operation. These modes of operation could very well be the programming 
mode and the data retrieving mode because these are functions whose steps the system executes 
anyway. The programming and data retrieving modes are hence obvious over Bjorn et al on 
column 6, lines 31-33, 44-47 and column 6, lines 28-43 respectively. 
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7. With respect to Claim 7, Fernando et al ( e 152) teaches data stored is erased from memory 
when tampering occurs which reads on Claim 7 limitation of a data resetting mode, wherein data 
stored is erased from the memory device. 

8. With respect to Claim 9 5 its limitation discloses a password that is needed to reset the memory 
device. The PIN access code of Klebes represents the password entered. Instead of the device 
being reset when tampered with, it would have been obvious to require a PIN access code of 
Klebes to be used to reset the system. This is because a PIN code or password would make the 
reset operation less prone to a malicious attack and hence make its operation more secure. 

9. With respect to Claim 10, the limitation discloses the data reset mode initiated upon detection 
of a preset time period has elapsed. The preset time period disclosed by Klebes is 10 seconds, 
after which a reset occurs. A memory device reset is obvious with respect to Fernando et al. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entiUed to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 
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Claims 1, 2, 5, 6 and 1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by Bjora 
etal (6125192). 

With regards to Claim 1, the limitation "a memory device for storing a data file and 
fingerprint reference data obtained by scanning a fingerprint of a person authorized to access the 
data file" is met on column 6, lines 3 1-33, 44-47. The combination of the storage unit and user 
data unit perform the same functions as the memory device in the invention. 

The limitation "a fingerprint sensor adapted to scan a fingerprint of a user of said 
electronic data storage medium and to generate fingerprint scan data" is met on column 6, lines 
28-30. 

The limitation "an input/output interface circuit activable so as to establish 
communication with the data terminal" is met on column 6, lines 48-49, 55-57. 

The limitation "a processing unit connected to said memory device, said fingerprint 
sensor and said input/output interface circuit, said processing unit being operable selectively" is 
met on column 6, lines 19-26. 

The limitation "a programming mode, where said processing unit activates said 
input/output interface circuit to receive the data file and the fingerprint reference data from the 
data terminal, and to store the data file and the fingerprint reference data in said memory device" 
is met on column 6, lines 31-33 and 44-47. The examiner asserts that the presence of the 
processes defined by the programming mode suggest the existence of a programming mode. 

The limitation "a data retrieving mode, where said processing unit receives the 
fingerprint scan data from said fingerprint sensor, compares the fingerprint scan data with the 
fingerprint reference data in said memory device to verify if the user of said electronic data 
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storage medium is authorized to access the data file stored in said memory device, and activates 
said input/output interface circuit to transmit the data file to the data terminal upon verifying that 
the user of said electronic data storage medium is authorized to access the data file stored in said 
memory device" is met on column 6, lines 28-43. 

With regards to Claim 2, the limitation "a card body on which said memory device, said 
fingerprint sensor, said input/output interface circuit and said processing unit are mounted" is 
met on column 6, lines 19-27. 

With regards to Claim 5, the limitation "wherein said processing unit stores the data file 
and the fingerprint reference data in said memory device in a compressed format" is met on 
column 5, lines 37-41 and column 7, lines 26-35. The examiner asserts that digitizing data is a 
form of data compression because the resulting data is reduced in size without the loss of 
pertinent information. Furthermore, "The Authoritative Dictionary of IEEE Standards Terms, 
Seventh Edition" defines data compression as 'any technique used to reduce the amount of 
storage required to store data.' Hence, the digitization of the scanned fingerprint data meets this 
definition. 

With regards to Claim 6, the limitation "a function key set connected to said processing 
unit and operable so as to initiate operation of said processing unit in a selected one of the 
programming and data retrieving modes" is met on column 4, lines 13-14. The keyboard reads 
on this limitation because it possesses function keys that when selected, initiate a mode of 
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operation. The programming and data retrieving modes are met on column 6, lines 3 1-33, 44-47 
and column 6, lines 28-43 respectively. 

With regards to Claim 1 1, the limitation, "a display unit connected to and controlled by 
said processing unit for showing the data file exchanged with the data terminal thereon" is met 
on column 4, lines 9-12. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bjorn et al 
(6125192) in view of Jacobsen et al (2001/0043174 Al). 

With regards to Claim 3, all the limitation is met by Bjorn et al except an independent 
power source for the electronic data storage medium. 

The limitation "a power source mounted on said card body and connected to said 
processing unit for supplying electrical power thereto" is met by Jacobsen et al on page 8, 
paragraph 109. 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jacobsen et al within the system of Bjorn et al because 
power is necessary for the running of the system. 

With regards to Claim 4, Bjorn et al meets all the limitation except the existence of a 
flash memory device. 

The limitation "memory device is a flash memory device" is met by Jacobsen et al on 
page 4, paragraph 68. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jacobsen et al within the system of Bjorn et al because a 
flash memory is a well known reliable form of non-volatile storage media. 

Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bjorn et al 
(6125192) in view of Fernando et al (6193152 Bl). 

With regards to Claim 7, Bjorn et al meets all the limitation except the limitation 
described in Claim 7. 

The limitation "processing unit is further operable selectively in a data resetting mode, 
where the data file and the fingerprint reference data are erased from said memory device" is met 
by Fernando et al on column 2, lines 63-67. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Fernando et al within the system of Bjorn et al so as to 
prevent a malicious intruder from gaining access to the stored fingerprints. 
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With regards to Claim 8, the limitation "a function key set connected to said processing 
unit and operable so as to initiate operation of said processing unit in a selected one of the 
programming, data retrieving and data resetting modes" is partly met by Bjorn et al on column 4, 
lines 13-14, column 6, lines 3 1-33, 44-47, 28-43. Bjorn et al however does not discuss a data 
resetting mode. This is however disclosed by Fernando et al. 

The data resetting mode is met by Fernando et al on column 2, lines 63-67. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to combine the 
teachings of Fernando et al within the system of Bjorn et al so as to prevent a malicious attacker 
from gaining access to the stored fingerprints. 

Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bjorn et 
al (6125192) in view of Fernando et al (6193152 Bl) in further view of Klebes (6321478 Bl). 

With regards to Claim 9, the combination of Bjorn et al and Fernando et al meet all the 
limitation except a password needed to initiate the resetting mode. This is however disclosed by 
Klebes. 

The limitation "memory device further stores a reference password therein, said function 
key set being operable to provide an input password to said processing unit, said processing unit 
comparing the input password with the reference password and initializing operation in the data 
resetting mode upon verifying that the input password corresponds with the reference password" 
is met by Klebes on column 10, lines 12-19. 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Klebes with the combination of Bjorn et al and Fernando 
et al because a password will make the resetting mode more secure. 

With regards to Claim 10, all the combination of Bjorn et al and Fernando et al meet all 
the limitation except the limitation of reset occurring after a preset time. 

The limitation "processing unit automatically initiates operation in the data resetting 
mode upon detecting that a preset time period has elapsed since storage of the data file and the 
fingerprint reference data in said memory device" is met by Klebes on column 10, lines 12-19. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Klebes within the combination of Bjorn et al and 
Fernando et al so as to add security to the resetting mode. 
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Conclusion 



THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tracey Akpati whose telephone number is 703-305-7820. The 
examiner can normally be reached on 8.30am-6.00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on 703-305-4393. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



OTA 
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